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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 39-66 and 73-77 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

It is not clear what is included by the claimed "sub-effective amount." The 
specification does not provide any guidance to determine its meaning. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 39-40, 43 and 48 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Suau et al. (US 2003/0045647). 

The applicant claims a method of grinding an inorganic particulate material in an 
aqueous suspension with at least one dispersant. 
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As to claims 39-40, 43, and 48, Suau et al. disclose grinding mineral particles, 
including calcium carbonate, in aqueous suspensions containing dispersing agents 
(dispersants), such as acrylates (Paragraphs 2, 3, and 15). About 0.3-1 .0% by dry 
weight of the mineral particles is preferably employed in the aqueous suspension 
(Paragraph 1 1 ). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 39-49 and 51-77 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Mortimer et al. (US 6,620,856) in view of Engraz et al. (US 

5,432,239). 

The applicant claims a method of grinding an inorganic particulate material in an 
aqueous suspension with at least one dispersant. 
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With respect to claims 39-40, 43, and 67-69, Mortimer et al. disclose preparing 
an aqueous suspension containing a particulate alkaline earth metal carbonate having a 
solids content of not more than 40% by weight by grinding the carbonate in a dilute 
aqueous suspension (Col. 2, lines 1-5, and Col. 2, line 66-Col. 3, line 6). One example 
of the particulate alkaline earth metal carbonates used is calcium carbonate (Col. 2, 
lines 61-65). 

As to claims 51-53 and 58, Mortimer et al. also disclose dewatering the dilute 
aqueous suspension to form a carbonate suspension having a solid content in the 
range, 45% to about 65% by weight (Col. 2, lines 5-1 1 and 61-65). The dewatered 
suspension is mixed with a dispersing agent (Col. 2, lines 12-15). More dispersing 
agent can also be added later in one or more doses to the suspension (Col. 2, lines 24- 
30). 

As to claims 44-49, Mortimer et al. also disclose that it is preferable to use 
sodium polyacrylate and a polyphosphate (polymetaphosphate) dispersants in the 
aqueous suspension (Col. 3, lines 49-67). Mortimer et al. further teach the total 
effective (dry) amount of the dispersing agent used is in the range from 0.02% to 2.0% 
by weight, based on the dry weight of the carbonate present (Col. 4, lines 1-5), which is 
inclusive of all the claimed ranges. 

Mortimer et al. do not teach kaolin (hydrous kandite clays) as an inorganic 
particulate material as recited in claims 41-42 and the calcium carbonate particles or 
kaolin particles in the aqueous suspension used in various applications as required by 
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claims 60-66 and 73-77. Mortimer et al. also do not mention the specific amounts of the 
materials claimed and steepness factors. 

However, Engraz et al. teach kaolin (hydrous kandite clays), like calcium 
carbonate, can be grinded in an aqueous suspension (Col. 1 , lines 20-28). Engraz et al. 
also teach it is conventional to employ calcium carbonate and kaolin (hydrous kandite 
clays) particles for the preparation of industrial products (Col. 1 , lines 15-39). Engraz et 
al. exemplify paints, pigments for paper coating, fillers for rubbers, and synthetic resins, 
but do not exclude other industrial products, including ceramics, plastics, films and 
sealants (Col. 1 , lines 15-20 and lines 30-39). Fillers are known to coat a surface or to 
give solidity, bulk, etc., to a substance, such as paper or a chemical powder (see 
dictionary online). Moreover, the applicants admit that the obtained particulate material 
may be used as a coating or filler for a wide variety of applications, including plastics, 
films, sealants or mastics, and ceramics (Pages 8-9 of specification). 

Therefore, it would have been obvious to one of ordinary skill in the art to employ 
calcium carbonate and kaolin (hydrous kandite clay) particles as fillers or pigments in 
various industrial products, including those recited in claims 60-66 and 73-77. 

As to claims 53 and 58, Mortimer et al. disclose the amount of solid contents, 
which overlap with the claimed ranges. Therefore, the subject matter as a whole would 
have been obvious to one having ordinary skill in the art at the invention was made, 
since it has been held that choosing the over lapping portion, of the range taught by 
Mortimer et al. and the range claimed by the applicant, has been held to be a prima 
facie case of obviousness, see In re Malagari, 182 USPQ 549. 
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With respect to claims 54-57, Mortimer et al. teach calcium carbonate in the 
aqueous suspension having an equivalent spherical diameter (Col. 6, lines 45-47), and 
according to page 2 of the specification, a steepness factor is defined as the ratio of the 
dso equivalent spherical diameter (at which 30% of the particles are finer) to dro (at 
which 70% of the particles are finer) equivalent spherical diameter. Therefore, selection 
of optimal proportion of the steepness factor of the calcium carbonate in the aqueous 
suspension is well within the skill of one ordinary in the art {see MPEP § 2144.05). 

Claim 50 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mortimer et al. (US 6,620,856) in view of Engraz et al. (US 5,432,239) as applied to 
39-49 and 51-77 claims above, and further in view of Nagaraj et al. (US 
2001/0022282). 

The disclosures of Mortimer et al. and Engraz et al. are discussed above. They 
do not specifically mention using hexametaphosphate as a dispersant. 

Nagaraj et al. disclose it is advantageous to employ hexametaphosphate as a 
dispersant to increase the dispersibility of the kaolin clay in water (Paragraph 15). 

Therefore, it would have been obvious to one of ordinary skill in the art to 
employ hexametaphosphate of Nagaraj et al. as a dispersant to increase the 
dispersibility of the kaolin clay taught by Engraz et al. in the aqueous suspension of 
Mortimer et al. 



Application/Control Number: 10/523,105 Page 7 

Art Unit: 4171 

Claim 78 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mortimer et al. (US 6,620,856) in view of Engraz et al. (US 5,432,239) as applied to 
claims 39-49 and 51-77 above, and further in view of Leighton et al. (US 
4,915,845). 

The disclosures of Mortimer et al. and Engraz et al. are discussed above. They 
do not mention using their dispersant as a corrosion inhibitor in the aqueous suspension 
of inorganic particulate material. 

However, Leighton et al. teach dispersants having corrosion inhibition to maintain 
water contaminates in a dispersed state under a wide range of process conditions (Col. 
1, lines 50-55). 

Therefore, it would have been obvious to one of ordinary skill in the art to employ 
dispersants having corrosion inhibition as taught by Leighton et al. in the aqueous 

suspension disclosed by Mortimer et al. and Engraz et al. to maintain water 
contaminates in a dispersed state under a wide range of process conditions. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hannah Pak whose telephone number is (571) 270- 
5456. The examiner can normally be reached on Monday - alternating Fridays (7:30 am 
- 5 pm). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on 571-272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. Lawrence Tarazano/ Hannah Pak 

Supervisory Patent Examiner, Art Unit 41 71 Examiner 

Art Unit 4171 
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